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(e) Refunds of Special Assessments
shall be provided in cases where DOE
has determined, as a result of rec-
onciliation, that an overpayment has
been made by a domestic utility, and
that the domestic utility has no fur-
ther current obligation to DOE.

[59 FR 41963, Aug. 15, 1994, as amended at 60
FR 15017, Mar. 21, 1995]

§ 766.105 Payment procedures.

DOE shall specify payment details
and instructions in all Special Assess-
ment invoices. Each domestic utility
shall make payments to the Fund by
wire transfer to the Department of
Treasury.

§ 766.106 Late payment fees.

In the case of a late payment by a do-
mestic utility of its Special Assess-
ment, the domestic utility shall pay in-
terest at the per annum rate (365-day
basis) established by DOE for general
application to monies due DOE and not
received by DOE on or before a des-
ignated due date. Interest shall accrue
beginning the date of the designated
payment except that, whenever the due
date falls on a Saturday, Sunday, or a
United States legal holiday, interest
shall commence on the next day imme-
diately following which is not a Satur-
day, Sunday, or United States legal
holiday. Late payment provisions for
the Special Assessment to the Fund
shall be based on the Treasury Current
Value of Funds Rate (which is pub-
lished annually by the Treasury and
used in assessing interest charges for
outstanding debts on claims owed to
the United States Government), plus
six (6) percent pro rata on a daily basis.
The additional six (6) percent charge
shall not go into effect until five (5)
business days after payment was origi-
nally due. Late payment fees shall be
invoiced within two days of receipt of
utility payment of the special assess-
ment when delinquency is less than 30
days. For longer periods of delin-
quency, DOE will submit additional in-
voices, as appropriate. Late payment
fees will be due 30 days from the date of
invoice.

§ 766.107 Prepayment of future Special
Assessments

DOE shall accept prepayment of fu-
ture Special Assessments upon request
by a domestic utility. A domestic util-
ity’s liability for the future assess-
ments shall be satisfied to the extent
of the prepayments. DOE shall use the
pro rata share of prepayments attrib-
utable to a given fiscal year plus the
Special Assessments collected from
utilities who did not prepay for that
fiscal year, in order to determine that
the total amount of Special Assess-
ments collected from domestic utilities
in a given fiscal year does not exceed
$150 million, annually adjusted for in-
flation.
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Subpart A—General Provisions

Sec.
780.1 Scope.
780.2 Definitions.
780.3 Jurisdiction of the Patent Compensa-

tion Board.
780.4 Filing and service of documents.
780.5 Applications—General form, content,

and filing.
780.6 Department participation.
780.7 Designation of interested persons as

parties.
780.8 Security.
780.9 Rules of procedure before the Board.
780.10 Decision of the Board.
780.11 Records of the Board.

Subpart B—Declaring Patents Affected
With the Public Interest Under Section
153a of the Atomic Energy Act of 1954

780.20 Initiation of proceeding.
780.21 Notice.
780.22 Opposition, support and request for

hearing.
780.23 Hearing and decision.
780.24 Criteria for declaring a patent af-

fected with the public interest.

Subpart C—Application for a License Pur-
suant to Section 153b(2) of the Atomic
Energy Act of 1954

780.30 Filing of application.
780.31 Contents of application.
780.32 Response and request for hearing.
780.33 Hearing and decision.
780.34 Criteria for decision to issue a li-

cense.

VerDate 20<JAN>98 11:16 Feb 26, 1998 Jkt 179035 PO 00000 Frm 00328 Fmt 8010 Sfmt 8010 Y:\SGML\179035.TXT 179035-3



333

Department of Energy § 780.3
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AUTHORITY: 42 U.S.C. 7151, 7254; 42 U.S.C.
5814, 5815; 42 U.S.C. 2183, 2187, 2223; 35 U.S.C.
183; North American Free Trade Agreement,
Article 1709(10), as implemented by the North
American Free Trade Agreement Implement-
ing Act, Pub. L. 103–182.

SOURCE: 46 FR 39581, Aug. 4, 1981, unless
otherwise noted.

Subpart A—General Provisions

§ 780.1 Scope.
The regulations in this part establish

the procedures, terms, and conditions
for Patent Compensation Board:

(a) Proceedings to declare a patent
affected with the public interest pursu-
ant to section 153a of the Atomic En-
ergy Act of 1954 (Pub. L. 83–703; 42
U.S.C. 2183);

(b) Proceedings to determine a rea-
sonable royalty fee pursuant to section
157 of the Atomic Energy Act of 1954;

(c) Proceedings for the grant of an
award pursuant to section 157 of the
Atomic Energy Act of 1954;

(d) Proceedings to obtain compensa-
tion pursuant to section 173 of the
Atomic Energy Act of 1954 and the In-
vention Secrecy Act (35 U.S.C. 183);

And for applications to the Department
of Energy (DOE) for a patent license
pursuant to sections 153b(2) and 153c of
the Atomic Energy Act of 1954.

§ 780.2 Definitions.
(a) Act means the Atomic Energy Act

of 1954 (Pub. L. 83–703; 42 U.S.C. 2011).
(b) Application means the application

filed by an applicant for a patent li-
cense, for the determination of a rea-
sonable royalty fee, for an award, or
for compensation under this part.

(c) Board means the Patent Com-
pensation Board.

(d) Chairman means the Chairman of
the Patent Compensation Board.

(e) Department, or DOE, or Department
of Energy means the Department of En-
ergy, established by the Department of
Energy Organization Act (Pub. L. 95–91;
42 U.S.C. 7101).

(f) Party means the applicant, patent
owner, Department representative, and
any person admitted as a party by the
Board for any proceeding under this
part.

(g) Patent Owner means the owner of
record in the United States Patent and
Trademark Office.

(h) Secretary means the Secretary of
the Department of Energy or the dele-
gate of the Secretary of Energy.

§ 780.3 Jurisdiction of the Patent Com-
pensation Board.

The Patent Compensation Board was
established by section 157 of the Atom-
ic Energy Act of 1954. It was trans-
ferred to the Energy Research and De-
velopment Administration pursuant to
section 104(d) of the Energy Reorga-
nization Act of 1974 (42 U.S.C. 5814) and
subsequently to the Department of En-
ergy by section 301 of the Department
of Energy Organization Act (42 U.S.C.
7151). Under section 157, the Board is
given authority to determine reason-
able royalty fees or resolve issues in-
volving the grant of awards. In addi-
tion, the Board has authority:

(a) To hear and make decisions as to
compensation under section 173 of the
Act (42 U.S.C. 2223) and the Invention
Secrecy Act (35 U.S.C. 183);

(b) To hear and make decisions as to
whether a specific patent is affected
with the public interest pursuant to
section 153a of the Act;
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(c) To hear and make decisions as to
whether a specific patent license
should be granted under sections
153b(2) and 153e of the Act;

(d) To give notices, hold hearings and
take such other actions as may be nec-
essary under section 153; and

(e) To exercise all powers available
under the Act and necessary for the
performance of these duties, including
the issuance of such rules of procedure
as may be necessary.

§ 780.4 Filing and service of docu-
ments.

(a) All communications regarding
proceedings subject to this part should
be addressed to: Chairman, Patent
Compensation Board, U.S. Department
of Energy, Webb Building, Room 1006,
4040 N. Fairfax Drive, Arlington, Vir-
ginia 22203. All documents offered for
filing shall be accompanied by proof of
service upon all parties to the proceed-
ing or their attorneys of record as re-
quired by law, rule, or order of the De-
partment. Service on the Department
shall be by mail, telegram, or delivery
to: Office of the Assistant General
Counsel for Patents, U.S. Department
of Energy, Washington, DC 20585.

(b) Filing by mail or telegram will be
deemed to be complete as of the time
of deposit in the United States mail or
with a telegraph company.

§ 780.5 Applications—General form,
content, and filing.

(a) Each application shall be signed
by the applicant and shall state the ap-
plicant’s name and address. If the ap-
plicant is a corporation, the applica-
tion shall be signed by an authorized
officer of the corporation, and the ap-
plication shall indicate the state of in-
corporation. Where the applicant elects
to be represented by counsel, a signed
notice to that effect shall be filed with
the Board.

(b) Each application must contain a
concise statement of all of the essen-
tial facts upon which it is based. No
particular form of statement is re-
quired. Each application shall be veri-
fied by the applicant or by the person
having the best knowledge of such
facts. In the case of facts stated on in-
formation and belief, the source of such

information and grounds of belief shall
be given.

(c) Each application must identify
any person whose interest the appli-
cant believes may be affected by the
proceeding before the Board.

(d) Three copies of each application
shall be filed with the Board. However,
only one copy of the accompanying ex-
hibits need be filed.

(e) The Board will acknowledge the
receipt of the application in writing
and advise the applicant of the docket
number assigned to the application.

§ 780.6 Department participation.
The Department shall be a party to

all proceedings under this part, and the
Office of the General Counsel will rep-
resent the Department’s interests be-
fore the Board.

§ 780.7 Designation of interested per-
sons as parties.

In any proceeding under this part,
the Board shall admit as a party any
person, upon application of such person
or on the Board’s own initiative, whose
interest may be affected by the pro-
ceeding.

§ 780.8 Security.
In any proceeding under this part,

the Board shall take such steps as nec-
essary pursuant to chapter 12 of the
Act and section 181 of the Act to assure
compliance with Department security
regulations and the common defense.

§ 780.9 Rules of procedure before the
Board.

Except as set forth in this part, all
Board proceedings, including the hear-
ing and decision, shall be conducted
pursuant to the rules of practice of the
Department of Energy Board of Con-
tract Appeals, 10 CFR part 1023, modi-
fied as the Board may determine to be
necessary and appropriate.

§ 780.10 Decision of the Board.
The decision of the Board in any pro-

ceeding under this part shall constitute
the final action of the Department on
the matter.

§ 780.11 Records of the Board.
The records of the Board in cases

filed before it, including the pleadings,

VerDate 20<JAN>98 11:16 Feb 26, 1998 Jkt 179035 PO 00000 Frm 00330 Fmt 8010 Sfmt 8010 Y:\SGML\179035.TXT 179035-3



335

Department of Energy § 780.31

the transcript, and the final decision,
shall be open to public inspection, ex-
cept to the extent that such records or
portions thereof are withheld from dis-
closure by the Board pursuant to 10
CFR part 1004.

Subpart B—Declaring Patents Af-
fected With the Public Interest
Under Section 153a of the
Atomic Energy Act of 1954

§ 780.20 Initiation of proceeding.

When any person in the Department
believes that the Department should
declare a patent affected with the pub-
lic interest pursuant to section 153a of
the Act, that person shall make such a
recommendation to the Under Sec-
retary. If, after consultation with the
General Counsel, the Under Secretary
agrees with the recommendation, the
Under Secretary shall initiate in writ-
ing a proceeding under section 153a be-
fore the Board. The communication of
the Under Secretary to the Board shall
identify the patent and state the basis
for the proposed declaration.

§ 780.21 Notice.

The Board will serve upon the patent
owner and all other parties a written
notice of the Department’s proposed
action to declare the patent affected
with the public interest, and the notice
shall identify the patent and state the
basis for the proposed declaration.

§ 780.22 Opposition, support and re-
quest for hearing.

(a) Any party may, within thirty (30)
days after service of the notice or such
other time as may be provided by the
terms of the notice, file with the Board
a written statement in opposition to or
in support of the Department’s pro-
posed action. Such statement may also
include a request for hearing. The
statement shall contain a concise de-
scription of the facts, law, or any other
relevant matter which the party be-
lieves should be reviewed by the Board
during its consideration of the pro-
posed declaration. If the request for a
hearing is timely received, the Board
shall call a hearing and provide notice
of the time and place to all parties.

(b) Failure of all parties to oppose
the proposed action or to request a
hearing within the time specified in
the notice shall be deemed an acquies-
cence to that action and may result in
a declaration by the Board that the
patent is affected with the public inter-
est.

§ 780.23 Hearing and decision.
If a timely request for a hearing is

made by any party, the Board will pro-
ceed with a hearing and decision. If a
hearing is not requested, the Board
shall prepare and issue its decision on
the record.

§ 780.24 Criteria for declaring a patent
affected with the public interest.

A patent shall be declared to be af-
fected with the public interest pursu-
ant to section 153a of the Act upon the
Board’s final decision that:

(a) The invention or discovery cov-
ered by the patent is of primary impor-
tance in the production or utilization
of special nuclear material or atomic
energy; and

(b) The licensing of such invention or
discovery under section 153 of the Act
is of primary importance to effectuate
the policies and purposes of the Act.

Subpart C—Application for a Li-
cense Pursuant to Section
153b(2) of the Atomic Energy
Act of 1954

§ 780.30 Filing of application.
An applicant for a license pursuant

to section 153b(2) of the Act, under a
patent which the Department has de-
clared to be affected with the public in-
terest, shall file an application with
the Board in accordance with § 780.5.
The Board will docket the application
and serve notice of the docketing upon
all parties.

§ 780.31 Contents of application.
Each application shall contain, in ad-

dition to the requirements specified in
§ 780.5, the following information:

(a) The activities in the production
or utilization of special nuclear mate-
rial or atomic energy to which appli-
cant proposes to apply the patent li-
cense;
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(b) The nature and purpose of the ap-
plicant’s intended use of the patent li-
cense;

(c) The relationship of the invention
or discovery to the authorized activi-
ties to which it is to be applied, includ-
ing an estimate of the effect on such
activities stemming from the grant or
denial of the license;

(d) Efforts made by the applicant to
obtain a patent license from the owner
of the patent;

(e) Terms, if any, on which the owner
of the patent proposes to grant the ap-
plicant a patent license;

(f) The terms the applicant proposes
for the patent license; and

(g) A request for either a hearing or
a decision on the record.

§ 780.32 Response and request for
hearing.

Any party within thirty (30) days
after service of the notice of docketing
of the application:

(a) May file with the Board a re-
sponse containing a concise statement
of the facts or law or any other rel-
evant information which that party be-
lieves should be considered by the
Board in opposition to or in support of
the proposed application; and

(b) May file a request for a hearing or
for a decision on the record.

§ 780.33 Hearing and decision.
If any party requests a hearing, the

Board will proceed with a hearing and
decision. If a hearing is not requested,
the Board shall on the basis of the
record prepare and issue its decision.

§ 780.34 Criteria for decision to issue a
license.

A license shall issue to the applicant
to use the invention covered by the
patent declared to be affected with the
public interest pursuant to subsection
153b(2) of the Act upon a final decision
that:

(a) The activities to which the patent
license is proposed to be applied are of
primary importance to the applicant’s
conduct of an activity authorized
under the Act; and

(b) The applicant has made efforts to
obtain reasonable commercial terms
and conditions and such efforts have
not been successful within a reasonable

period of time. The requirement to
make such efforts may be waived by
the Board in the case of a national
emergency or other circumstances of
extreme urgency or in cases of public
non-commercial use. Where this re-
quirement is waived due to national
emergency or other circumstances of
extreme urgency, the owner of the pat-
ent shall be notified as soon as reason-
ably practicable. Where this require-
ment is waived for a public non-com-
mercial use, the owner of the patent
shall be notified promptly.

[46 FR 39581, Aug. 4, 1981, as amended at 58
FR 68734, Dec. 29, 1993]

§ 780.35 Communication of decision to
General Counsel.

Following a determination to issue a
patent license under section 153b(2) of
the Act, the Board shall send the deci-
sion to the General Counsel and in-
struct the General Counsel to issue the
license on terms deemed equitable by
the Department and generally not less
fair than those granted by the patentee
or by the Department to similar licens-
ees for comparable use.

§ 780.36 Conditions and issuance of li-
cense.

(a) Upon receipt of the Board’s deci-
sion and instruction to issue a patent
license, the General Counsel shall issue
a license which complies with the fol-
lowing:

(1) The scope and durations of such
use shall be limited to the purpose for
which it was authorized;

(2) Such use shall be non-exclusive;
(3) Such use shall be non-assignable,

except with that part of the enterprise
or goodwill that enjoys such use;

(4) Any such use shall be authorized
predominantly for the supply of the
U.S. market; and,

(5) Authorization for such use shall
be liable, subject to adequate protec-
tion of the legitimate interests of the
persons so authorized, to be terminated
if and when the circumstances that led
to it cease to exist and are unlikely to
recur.

(b) The Board shall have the author-
ity to review, on motivated request,
the continued existence of these cir-
cumstances. The parties will propose
and agree on a reasonable royalty fee
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within a reasonable time as determined
by the General Counsel. A reasonable
royalty shall provide adequate remu-
neration for the circumstances of each
case, taking into account the economic
value of the authorization. If a party
does not agree with the terms and con-
ditions of the license as determined by
the General Counsel or if a royalty fee
cannot be agreed upon within the rea-
sonable time period established by the
General Counsel, any party may, with-
in 30 days after the expiration of such
time period, initiate a proceeding be-
fore the Board, in accordance with sub-
part E of this part, for a reconsider-
ation of the General Counsel’s deter-
mination. After the proceeding under
subpart E of this part is completed, the
General Counsel shall modify the pat-
ent license in accordance with the
Board’s determination.

[58 FR 68734, Dec. 29, 1993]

Subpart D—Application for a Li-
cense Pursuant to Section
153c of the Atomic Energy
Act of 1954

§ 780.40 Filing of application.
An application to the Department,

pursuant to section 153c of the Act, for
the issuance of a license to use the in-
vention or discovery covered by a pat-
ent useful in the production or utiliza-
tion of special nuclear material or
atomic energy shall be filed with the
Board in accordance with requirements
of § 780.5.

§ 780.41 Contents of application.
In addition to the information speci-

fied in § 780.5, each application shall
contain the following:

(a) The applicant’s contention, with
supporting data, that the invention or
discovery covered by the patent is of
primary importance in the production
or utilization of special nuclear mate-
rial or atomic energy;

(b) The applicant’s contention, with
supporting data, that the licensing of
such invention or discovery is of pri-
mary importance to the conduct of the
activities of the applicant, including
information concerning:

(1) The activities in the production or
utilization of special nuclear material

or atomic energy to which applicant
proposes to apply the license;

(2) The nature and purpose of the ap-
plicant’s intended use of the patent li-
cense; and

(3) The relationship of the invention
or discovery to the activities to which
it is to be applied, including an esti-
mate of the effect of such activities
stemming from the grant or denial of
the license.

(c) The applicant’s contention, with
supporting data, that the activities to
which the patent license are proposed
to be applied are of primary impor-
tance to the furtherance of policies and
purposes of the Act;

(d) The applicant’s contention, with
supporting data, that such applicant
cannot otherwise obtain a patent li-
cense from the owner of the patent on
terms which are reasonable for the ap-
plicant’s intended use of the patent, in-
cluding information concerning:

(1) Efforts made by applicant to ob-
tain a patent license from the owner of
the patent; and

(2) Terms, if any, on which the owner
of the patent proposed to grant appli-
cant a patent license.

(e) The terms the applicant proposes
as reasonable for the patent license;
and

(f) A copy of any license, permit, or
lease obtained by the applicant under
the procedures outlined in section
153(c) of the Act.

§ 780.42 Notice of hearing.

Within thirty (30) days after the fil-
ing of the application, the Board will
serve on all parties a notice of hearing
to be held not later than sixty (60) days
after the filing of the application.

§ 780.43 Response.

Any party may file a response with
the Board containing a concise state-
ment of the facts or law or any other
relevant information in opposition to
or in support of the application which
that party believes should be consid-
ered by the Board. Such response must
be filed by a party within twenty (20)
days after being served a copy of the
application.
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§ 780.44 Hearing and decision.

In accordance with section 153d of
the Act, the Board shall hold a hearing
and issue a final decision on the appli-
cation.

§ 780.45 Criteria for decision to issue a
license.

A license shall issue to the applicant
to use the invention covered by the
patent for the purposes stated in the
application upon a final decision that:

(a) The invention or discovery cov-
ered by the patent is of primary impor-
tance in the production or utilization
of special nuclear material or atomic
energy;

(b) The licensing of such invention or
discovery is of primary importance to
the conduct of the activities of the ap-
plicant;

(c) The activities to which the patent
license is proposed to be applied by
such applicant are of primary impor-
tance to the furtherance of policies and
purposes of the Act; and

(d) The applicant has made efforts to
obtain reasonable commercial terms
and conditions and such efforts have
not been successful within a reasonable
period of time. The requirement to
make such efforts may be waived by
the Board in the case of a national
emergency or other circumstances of
extreme urgency or in cases of public
non-commercial use. Where this re-
quirement is waived due to national
emergency or other circumstances of
extreme urgency, the owner of the pat-
ent shall be notified as soon as reason-
ably practicable. Where this require-
ment is waived for a public non-com-
mercial use, the owner of the patent
shall be notified promptly.

[46 FR 39581, Aug. 4, 1981, as amended at 58
FR 68734, Dec. 29, 1993]

§ 780.46 Communication of decision to
General Counsel.

When the Board decides to issue a
patent license under section 153c of the
Act, the Board shall send the decision
to the General Counsel and instruct
the General Counsel to issue the li-
cense on terms deemed equitable by
the Department and generally not less
fair than those granted by the patentee

or by the Department to similar licens-
ees for comparable use.

§ 780.47 Conditions and issuance of li-
cense.

(a) Upon receipt of the Board’s deci-
sion and instruction to issue a patent
license, the General Counsel shall issue
a license which complies with the fol-
lowing:

(1) The scope and durations of such
use shall be limited to the purpose for
which it was authorized;

(2) Such use shall be non-exclusive;
(3) Such use shall be non-assignable,

except with that part of the enterprise
or goodwill that enjoys such use;

(4) Any such use shall be authorized
predominantly for the supply of the
U.S. market; and,

(5) Authorization for such use shall
be liable, subject to adequate protec-
tion of the legitimate interests of the
persons so authorized, to be terminated
if and when the circumstances that led
to it cease to exist and are unlikely to
recur.

(b) The Board shall have the author-
ity to review, on motivated request,
the continued existence of these cir-
cumstances. The parties will propose
and agree on a reasonable royalty fee
within a reasonable time as determined
by the General Counsel. A reasonable
royalty shall provide adequate remu-
neration for the circumstances of each
case, taking into account the economic
value of the authorization. If a party
does not agree with the terms and con-
ditions of the license as determined by
the General Counsel or if a royalty fee
cannot be agreed upon within the rea-
sonable time period established by the
General Counsel, any party may, with-
in 30 days after the expiration of such
time period, initiate a proceeding be-
fore the Board, in accordance with sub-
part E of this part, for a reconsider-
ation of the General Counsel’s deter-
mination. After the proceeding under
subpart E of this part is completed, the
General Counsel shall modify the pat-
ent license in accordance with the
Board’s determination.

[46 FR 39581, Aug. 4, 1981, as amended at 58
FR 68734, Dec. 29, 1993]
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Subpart E—Application for Royal-
ties and Awards Under Sec-
tion 157 of the Atomic Energy
Act of 1954 and Compensa-
tion Under Section 173 of the
Atomic Energy Act of 1954
and the Invention Secrecy
Act (35 U.S.C. 183)

§ 780.50 Applicants.

(a) Any owner or licensee of a patent
licensed under section 158 or sub-
sections b or e of section 153 of the Act
may file an application with the Board
for the determination of a reasonable
royalty fee.

(b) Any owner or licensee of a patent
licensed under subsections b or e of sec-
tion 153 of the Act may file an applica-
tion with the Board for the modifica-
tion of any terms and conditions of the
license.

(c) Any person who has made an in-
vention or discovery useful in the pro-
duction or utilization of special nu-
clear material or atomic energy, has
complied with the provisions of section
151c, but, under the Act, is not entitled
to a royalty for such invention or dis-
covery, may file an application for an
award.

(d) Any owner of a patent application
that contains restricted data not be-
longing to the United States which the
Department has communicated to any
foreign nation may make application
for just compensation pursuant to sec-
tion 173 of the Act.

(e) Any patent applicant, whose pat-
ent is withheld because of a secrecy
order issued at the request of the De-
partment may, beginning at the date
the patent applicant is notified that,
except for such order, the application
is otherwise in condition for allowance,
apply for compensation for the damage
caused by the secrecy order and/or for
the use of the invention by the Govern-
ment, resulting from any disclosure to
the Department required by the Inven-
tion Secrecy Act.

§ 780.51 Form and content.

(a) Each application shall contain a
statement of the applicant’s interest in
the patent, patent application, inven-
tion or discovery and identify any

other claimants of whom the applicant
has knowledge.

(b) Each application must contain a
concise statement of all of the essen-
tial facts upon which it is based. No
particular form of statement is re-
quired, but it will facilitate consider-
ation of the application if the following
specific data accompany the applica-
tion:

(1) In the case of an issued patent, a
copy of the patent.

(2) In the case of a patent applica-
tion, a copy of the application and of
all Patent and Trademark Office ac-
tions and responses thereto.

(3) In the case of an invention or dis-
covery as to which a report has been
filed with the Department pursuant to
subsection c of section 151 of the Act, a
copy of such report.

(4) In the case of an award, the date
relied upon as the date of invention.

(5) In all cases, a statement of the ex-
tent to which the invention or discov-
ery was developed through federally fi-
nanced research or with other Federal
support.

(6) In all cases, the degree of the util-
ity, novelty, and importance of the in-
vention or discovery.

(7) In all cases, a statement of the ac-
tual use by the Federal Government or
others of such invention or discovery,
to the extent known to the applicant.

(8) In all cases, the cost of developing
the invention or discovery and acquir-
ing the patent or patent application.

(9) The royalty fee proposed, the pro-
posed terms and conditions of a license
agreement, or the amount sought as
compensation or award, as well as the
basis used in calculating such fee, com-
pensation or award and whether a lump
sum or periodic payments are sought.

(10) In an application for just com-
pensation pursuant to section 173 of
the Act, the ownership of the invention
that is the subject matter of the patent
application at the time the Depart-
ment communicated the restricted
data shall be set forth, and any re-
stricted data contained in the applica-
tion shall be specifically identified.

(11) In an application for compensa-
tion under the authority provided in
the Invention Secrecy Act (35 U.S.C.
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183), for the damage caused by imposi-
tion of a secrecy order on a patent ap-
plication and/or for the use of the in-
vention by the Government, the date of
the secrecy order, the date of the no-
tice that the patent application is in
condition for allowance, and, if known
to the applicant, the date of the first
use of the invention by the Govern-
ment.

§ 780.52 Notice and hearing.
The Board shall, in its discretion, af-

ford the applicable party an oppor-
tunity for a hearing for the presen-
tation of relevant evidence. Thirty (30)
days notice shall be given of the time
and place of such hearing. After expira-
tion of the notice period, the Board
shall proceed with a hearing and render
its decision.

§ 780.53 Criteria for decisions for roy-
alties, awards and compensation.

(a) In deciding a reasonable royalty
fee for a patent licensed under section
158 or sections 153b or 153e of the Act,
the Board shall consider:

(1) The economic value of the com-
pulsory license and the Board shall
strive to provide adequate remunera-
tion for the circumstances of each case.

(2) Any defense, general or special,
that a defendant could plead in an ac-
tion for infringement;

(3) The extent to which such patent
was developed through federally fi-
nanced research or with other Federal
support;

(4) The degree of utility, novelty, and
importance of the invention or discov-
ery; and

(5) The cost to the owner of the pat-
ent of developing such invention or dis-
covery or of acquiring such patent.

(b) In deciding whether or not to
grant an award, under section 157 of
the Act, for the making of an invention
or discovery useful in the production or
utilization of special nuclear material
or atomic energy, the Board shall take
into account the considerations set
forth in § 780.53(a) of this part and the
actual use of such invention or discov-
ery.

(c) In deciding whether or not to pro-
vide compensation, pursuant to section
173 of the Act, to a person who owns a
patent application that contains re-

stricted data not belonging to the
United States which the Department
has communicated to a foreign nation,
the Board shall take into account the
considerations set forth in § 780.53(b) of
this part and the damage to the appli-
cant resulting from such communica-
tion.

(d) In the course of its review of an
application to provide compensation,
pursuant to 35 U.S.C. 183, to an appli-
cant whose patent was withheld be-
cause of a secrecy order issued at the
request of the Department, the Board
shall take into account the consider-
ations set forth in § 780.53(b) of this
part and:

(1) The damage sustained by the ap-
plicant as a result of the secrecy order;
and

(2) The use of the invention by the
Government resulting from the disclo-
sure of such invention to the Depart-
ment.

[46 FR 39581, Aug. 4, 1981, as amended at 58
FR 68735, Dec. 29, 1993]

PART 781—DOE PATENT LICENSING
REGULATIONS

GENERAL PROVISIONS

Sec.
781.1 Scope.
781.2 Policy.
781.3 Definitions.
781.4 Communications.

TYPES OF LICENSES AND CONDITIONS FOR
LICENSING

781.51 Nonexclusive licenses.
781.52 Exclusive and partially exclusive li-

censes.
781.53 Additional licenses.

PROCEDURES

781.61 Publication of DOE inventions avail-
able for license.

781.62 Contents of a license application.
781.63 Published notices.
781.64 Termination.
781.65 Appeals.
781.66 Third-party termination proceedings.

SPECIAL PROVISIONS

781.71 Litigation.
781.81 Transfer of custody.

AUTHORITY: Dept. of Energy Organization
Act, sec. 301, Pub. L. 95–91 (42 U.S.C. 7301);
Federal Nonnuclear Energy Research and
Development Act of 1974, sec. 9(g), Pub. L.
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